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STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection

of clains 1 and 3-10. Subsequent to the final rejection,

! Application for patent filed Septenber 2, 1994.
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appel | ants

amended clainms 1, 3 and 5, and canceled claim8.2 Thus,
claims 1, 3-7, 9 and 10 remmin before us for review.

Appel l ants’ invention pertains to a pallet conveyor for
use in a production line conprising a series of intermttent
conveyors, and suppl enentary conveyors di sposed between
adj acent intermttent conveyors. As explained by appellants
on page 3 of the specification, “the pallet conveyor of the
present invention is easy [sic] adjustable to any production
line by renoving or adding appropriate nunmber of intermttent
conveyors and suppl enentary conveyors.” |ndependent claim1,
a copy of which appears in the appendi x to appellants’ brief,
is exenplary of the appeal ed subject matter.

In rejecting the clains under 35 U S.C. § 102(b) and 35

US C 8§ 103, the examner relied upon the references |isted

2 The anmendnents filed subsequent to the final rejection
are anendnent “B” (Paper No. 8, submtted May 6, 1996) and
amendnent “C’ (Paper No. 12, submtted July 30, 1996).

Al t hough the exam ner has indicated that each of these
anmendnent have been entered (exam ner answer, page 2), they
have not as yet been physically entered. The exam ner nay
wi sh to correct this oversight.

-2



Appeal No. 97-1626
Application 08/299, 123

bel ow.

Schl egel 2,719, 625 Cct. 4, 1955
O a 3, 253, 692 May 31, 1966
Masi no et al. (Masino) 3,858,519 Jan. 7, 1975

The appeal ed clains are rejected as foll ows:?3

(a) clainms 1, 3 and 4, under 35 U.S.C. § 102(b), as being

anti ci pated by Masi no;

(b) clainms 5-7 and 9, under 35 U. S.C. §8 103, as being
unpat ent abl e over Masino in view of ta; and

(c) claim10, under 35 U.S.C. §8 103, as being
unpat ent abl e over Masino in view of Schlegel.

The rejections are explained in the exam ner’s answer
(Paper No. 14, nmiled August 27, 1996).

The opposi ng vi ewpoi nts of appellants are set forth in
the brief (Paper No. 13, filed July 30, 1996) and the reply
brief (Paper No. 15, filed COctober 28, 1996).

Masi no pertains to a “transfer conveyor assenbly

conprising in essence a receiving part A a transfer part B,

® 1In the statenment of the rejections on pages 3 and 4 of
the answer, the exam ner inadvertently included cancel ed
clains 2 and 8.
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and a discharge part C. The transport receptacles 1, 2, 3, 4
and 5, which serve for receiving [articles for transport,|]

are guided in an endless T-rail 6” (colum 2, lines 10-15).
The carrier chain 7 is driven intermttently (colum 2, |ines
10-12) and includes nenbers 7a for engagi ng the receptacles.
Transfer part B conprises two horizontally spaced, paralle
endl ess belts 8 and 9 continuously driven by notor 8a (colum
2, lines 32-34). As seen in Figure 2 and described at col um
2, lines 34-46, the upper reaches of belts 8, 9 frictionally
engage the | ower surfaces of receptacles comng off receiving
part A for transferring the receptacles to discharge part C.
Part C conprises a carrier chain 10 simlar to carrier chain 7
of part A for receiving receptacles frompart B and conveyi ng
themto a downstreamwork station. Utimtely, receptacles
com ng off discharge part C are recycled to receiving part A
by neans of endless band 11. 1In all instances, receptacles
remai n engaged with and are gui ded by endless T-rail 6.

Caiml1, the sole independent claimon appeal, calls for

a plurality of intermttent conveyors being intermttently
driven, and a suppl enental conveyor being constantly driven
and di sposed between an adjacent two of said intermttent
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conveyors. In addition, the supplenental conveyor is required
to be “renovably attachable” to the adjacent intermttent
conveyors.

In rejecting claim1 as being anticipated by Msino, the
exam ner has found that nmenbers 7 and 10 of Masino constitute
intermttently driven conveyors and that nmenbers 8, 9
constitute a continuously driven conveyor. As to the
requi renent that the supplenental conveyor is “renovably
attachable” to the intermttent conveyors, the exam ner has
taken the position that “conveyors 8, 9 [of Masino] are
renovabl e the sane way they were nounted by screwdrivers,
hammers, wenches, etc. Note anything nman made is renovably
det ached by screwdrivers, hamers, wenches, saws, torches or
expl osi ves” (answer, page 3).

Whil e we appreciate the point the examner is trying to
make, the examner’s broad interpretation of “conveyor” and
“renpovably attachable” is inproper in this instance because it
fails to take into account appellants’ disclosure. Wen read
in light of appellants’ specification, the term*“conveyor” in
this instance constitutes not nerely the belts 19 and 20 of

the intermttent conveyors and/or the endless belt 33 of the
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suppl enentary conveyor, but al so the conponents (frane, guide
rollers, pulleys, etc.) that support such endl ess belts and
enabl e the belts to convey pallets. See appellants’
speci fication, page 5, first paragraph (“the first
intermttent conveyor 3 is constituted of . . .”) and the
par agr aph spanni ng pages 6-7 of the specification (“The first
suppl enental conveyor 9 is constituted by . . .”). Therefore,
Masino’s carrier chain 7, endless belts 8 and 9, and carrier
chain 10 cannot, by thensel ves, be properly regarded as
corresponding to any of the clainmed “conveyors,” in our view
Rather, T-rail 6, commopn to each of the carrier chains 7 and
10, endless belts 8 and 9, and endless belt 11, nust, at a
m nimum al so be regarded as part of any conveyor in Masino.
As to the claim1 requirenment that the supplenentary
conveyor is “renovably attachable” to the intermttent
conveyors, the examner’s position that this requirenent
i ncl udes conponents which are detachabl e by saws, torches or
expl osives is unreasonable. This is especially so in light of
appel l ants’ di sclosure on page 6 of the specification that the
suppl enentary conveyors are forned “as a unit,” and the

di scl osure on page 7 of the specification that the
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suppl enentary and intermttent conveyors are constructed such
that the pallet conveyor as a whole may be “easy [sic, easily]
adj ustable” to any production line by renoving and addi ng an
appropriate nunber of supplenentary or intermttent conveyors.
Stated differently, one of ordinary skill in the art would not
consi der conveyors which require the use of saws, torches
and/ or explosives in order to separate themto be “renovably
attachable” in the sense intended here. The exam ner’s view
to the contrary in essence reads the term “renovably
attachabl e” out of the claim

The exam ner al so considers that “renovably attachabl e”
I ncl udes conponents which are detachabl e by screwdrivers,
hamrers or wenches. However, Masino is silent as to whether
or not the T-rail 6, which we regard as a necessary part of
any conveyor in Masino, is nade up of conponents which are
connected such that they nay be separated from each other in
this manner, and it is speculative to presune that this is the
case.

In light of the above, we cannot sustain the exanmi ner’s
8 102 rejection of claiml1, or clains 3 and 4 which depend
therefrom W also cannot sustain the examner’s § 103
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rejection of dependent clains 5-7 and 9 since the additionally
applied Ota reference does not nake up for the deficiencies of
Masi no di scussed above.

Turning to the 8 103 rejection of claim 10 as being
unpat ent abl e over Masino in view of Schlegel, admttedly,
Schl egel discloses as a general principle that it is known to
secure together various conponents of a single conveyor by
means of arnms 16, 17 and renovable fasteners 18, 25, etc.
However, it is not clear why one of ordinary skill would
consider this teaching to be relevant to Masino’s T-rail, nor
how this teaching is to be applied to Masino in a manner which
woul d result in the clainmed subject matter in the absence of
appel l ants” own di sclosure. Accordingly, we conclude that the
proposed conbination is based on the use of inpermssible
hi ndsi ght. The rejection of dependent claim 10 therefore al so
w Il not be sustained.

Under the provisions of 37 CFR 8§ 1.196(b), we enter the
foll owm ng new rejections.

Claims 1, 3-7, 9 and 10 are rejected under 35 U.S.C. §
112, first paragraph, as being based on a disclosure that
fails to provide descriptive support for the invention as now
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cl ai ned.

Subsequent to the final rejection, independent claiml
was amended to include “first neans for transferring said
pallets froma nost downstream one of said series of
intermttent conveyors to said feed back conveyor after said
wor k pieces are renoved fromsaid pallets” and “second neans
for transferring said pallets fromsaid feed back conveyor to
a nost upstreamone of said series of intermttent conveyors
while putting a first one of said work pieces on each of said
pal l ets.”

Appel I ants’ description of what occurs at the upstream
end of the production line is found on page 9 of the
specification and reads as foll ows:

When assenbling the above described filmunit 40
on the production line as shown in Fig. 2, first the
basic body 53 is supplied froma parts supply
section 69 onto the pallet 13. The basic body 53 is
fixedly positioned on the pallet 13 by confining
projections 13a and 13b forned on the top surface of
the pallet 13. The pallet 13 is then put on the
rails 25 of the first intermttent conveyor 3 of the
pal | et conveyor 1.

Appel I ants’ description of what occurs at the downstream

end of the production Iine is found on page 11 of the
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speci fication and reads:
The unit body 43 assenbled in this way is

renoved fromthe pallet 13 by a sorting device 76,

and i s conveyed on a conveyor 77 toward the next

wor ki ng station wherein the unit body 43 is w apped

wWith the outer casing 44. The enpty pallet 13 is

fed back to the supply section 69 through the feed-

back conveyor 78.

A careful reading of the above reveals that there is no
menti on what soever of any apparatus, and in particular the
sorting device 76, for transferring pallets fromthe nost
downstream one of the intermttent conveyors to the feed back
conveyor 78. Likew se, there is no nention whatsoever of any
apparatus, and in particular the parts supply section 69, for
transferring pallets fromthe feed back conveyor 78 to the
nost upstream one of the intermttent conveyors. |In addition,
there is no representation whatsoever in drawing Figure 2 or
any other drawing figure of any cooperation or interconnection
bet ween the feed back conveyor 78 and either the sorting
device 76 or the parts supply section 69 for carrying out the

transferring functions recited in the nmeans-plus-function

l[imtations of claim1l.

Means- pl us-function | anguage in a claimnust be construed
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to cover the corresponding structure described in the
specification and equivalents thereof. 1In re Donal dson Co.,
Inc., 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. GCr

1994). Wiile the step of transferring pallets froma nost
downstream one of the intermittent conveyors to the feed back
conveyor and the step of transferring pallets fromthe feed
back conveyor to a nobst upstreamone of the intermttent
conveyors may perhaps be inferred from appell ants’
specification, there is no disclosure, inherent or otherw se,
of any correspondi ng structure or apparatus for perform ng
such steps, nuch | ess any equival ent structure that is also
covered by the means-plus-function | anguage of claim 1.
Furthernore, the circunstance that the above noted steps of
transferring pallets to and fromthe feed back conveyor may be
performed by a human bei ng does not provide descriptive
support for the nmeans-plus-function limtations added to claim
1. See Fredkin v. Irasek, 397 F.2d 342, 347-48, 158 USPQ 280,
285 (CCPA), cert. denied, 393 U S. 980 (1968) and Keeleric v.
Kistler, 128 USPQ 442, 446 (Bd. Pat. Int. 1958), both citing

wi th approval WIlcox v. Danner, 53 F.2d 711, 716, 12 USPQ 16,
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21 (CCPA 1931) (“We are clear that the manual draw ng away of
the glass fromthe device by Wlcox did not constitute a neans
for guiding away the glass called for in the counts in
guestion and in the specifications of the parties.”) Conpare
In re Bernhart, 417 F.2d 1395, 1399, 163 USPQ 611, 615 (CCPA
1969) (a human being is not the equival ent of a nachine).

In light of the foregoing, appellants’ disclosure fails
to provide descriptive support as required by 35 US.C § 112,
first paragraph, for the “first nmeans for transferring” and
the “second nmeans for transferring” limtations added to claim
1 during prosecution.

Clains 1, 3-7, 9 and 10 are further rejected under 35
U S.C. 8§ 112, second paragraph, for failing to particularly
point out and distinctly claimthe subject matter which
appel l ants regard as the invention.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. 1In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).

The purpose of the requirenent found in the second paragraph
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of 35 U S.C. 8 112 is to provide those who woul d endeavor, in
future enterprise, to approach the area circunscribed by the
clainms of a patent with the adequate notice demanded by due
process of law, so that they may nore readily and accurately
determ ne the boundaries of protection involved and eval uate
the possibility of infringement and dom nance. In re Hammack,
427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970).

In the present case, the area set out and circunscri bed
by the “first neans for transferring” and the “second neans
for transferring” limtations of claiml is obscured by
failure of the specification to describe any correspondi ng
structure for performng the functions specified in these
limtations. As stated by the court in In re Donal dson Co.,
16 F.3d at 1195, 29 USPQ2d at 1850 (Fed. Cir. 1994):

i f one enpl oys nmeans-plus-function | anguage in

a claim one nmust set forth in the specification an

adequat e di scl osure showi ng what is neant by that

| anguage. |If an applicant fails to set forth an

adequat e di sclosure, the applicant has in effect

failed to particularly point out and distinctly

claimthe invention as required by the second

par agraph of section 112.

See also In re Dossel, 115 F.3d 942, 946, 42 USPQd 1881, 1884

(Fed. Cir. 1997), wherein the court stated:
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Failure to describe adequately the necessary
structure, materials, or acts in the witten
description nmeans that the drafter has failed to
conply with the nandate of 8§ 112 1 2 . . . the
mandate that all clainms nust particularly point out
and distinctly claimthe subject matter which the
applicant regards as his invention.

Such is the case here, in our view Accordingly, the
clainms do not conply with the second paragraph of 35 U S.C. §
112.

In summary and for the reasons above, (1) the decision of
the exam ner refusing to allowclains 1, 3-7, 9 and 10 as
anmended by anendnents fil ed subsequent to the final rejection
is reversed, and (2) new rejections of clains 1, 3-7, 9 and 10
under 35 U. S.C. 8§ 112, first and second paragraphs, are
entered pursuant to 37 CFR § 1.196(b).

Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial

revi ew.’
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37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new

grounds of

rejection to avoid term nation of proceedi ngs

(8 1.197(c)) as to the rejected clains:

clains so rejected or

(1) Submt an appropriate anendnent of the

a showing of facts relating to

the clains so rejected, or both, and have the nmatter

reconsi dered by the exam ner,

appl i

under
I nter

in which event the

cation will be remanded to the exam ner.

(2) Request that the application be reheard
8§ 1.197(b) by the Board of Patent Appeals and

ferences upon the sane record.

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

REVERSED, 37 CFR 8§ 1.196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

HARRI SON E. M:CANDLI SH
Seni or Adm ni strative Patent Judge
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LAVRENCE J. STAAB
Adm ni strative Patent Judge

)
)
)
)
)
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